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DETAILED ACTION 
Specification 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 2,4,8,10, and 14 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 2 recites the limitation "another first image forming member" in line 2. It is 
unclear whether this is intended to be the same or different from the "first image forming 
member" recited in claim 1 . If the "another first image forming member" is different than 
the "first image forming member", it should be disclosed as second, third ...etc image 
forming member. The "another first image forming member" is interpreted as being the 
same as the "first image forming member" for this office action. 

Any claim not specifically addressed, above, is being rejected as incorporating 
the deficiencies of a claim upon which it depends. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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4. Claim 17 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 17 as recited is not patent eligible. See MPEP 2106.01 (I). Specifically, "A 
program making a computer execute a process" does not fall within a statutory category 
of a machine, an article of manufacture, a composition of matter, or a process because 
it is not clear whether a " program" as recited is for causing the computer to execute it 
as claimed. It could very well imply manual operation of turning on a computer to 
perform a process. The claim could be remedied by reciting in the preamble " a 
computer (software) program encoded in a computer-readable medium when executed 
by the computer comprising:" 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claim 1-17 are rejected under 35 U.S.C. 102(e) as being anticipated by Teraura 
(Pub US 20020170973). 

With regards to claim 1, Teraura discloses an image forming system (copy 
machine with a facsimile function in FIG. 2) comprising: a first image forming member 
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having a data storage unit (printing paper 13 of FIG. 3); and an image forming 
apparatus for forming an image on at least the first image forming member (FIG. 2), 
wherein: the image forming apparatus includes: an image reading unit for reading 
images, which are printed on originals, respectively, to form image data each indicating 
the read images (a scanner 6 of FIG. 2 reads an image on the sheet of document paper 
[0068] and [0069]); an image forming unit for forming the read images on the single first 
image forming member (printing unit 1 1 in FIG. 5 prints image on a printing paper with 
RFID tag [0081]); and a data writing unit for writing the image data indicating the 
images formed on the single first image forming member into the first image forming 
member (The reader-writer for recording data from the RFID data in RFID tag 14 of the 
printing paper [0071] ); and the data storage unit stores the written image data [0082]. 

With regards to claim 2, which further limits claim 1 , further comprising: another 
first image forming member (sheet of document printing paper 13); and a second image 
forming member (printing paper 13 of FIG. 3), wherein: the first image forming member 
further includes a data supply unit for supplying the stored image data to an external 
(first printing paper with RFID tag [0017]); the image forming apparatus further includes 
a data reading unit for reading the image data supplied from the data supply unit (the 
reader writer as explained in claiml also performs these tasks [0017] and [0071]); and 
the image forming unit utilizes the image data read by the data reading unit to form the 
image corresponding to the image data on one of the another first image forming 
member and the single second image forming member (printing unit 1 1 in FIG. 5 
[0092]). 
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With regards to claim 3, the apparatus in claim 2 is the same apparatus as claim 
1 (see the explanation given to claim 1 apparatus). An image forming apparatus 
comprising: an image reading unit for reading images, which are printed on originals, 
respectively, to form image data each indicating the read images; an image forming unit 
for forming the read images on a single first image forming member; and a data writing 
unit for writing the image data indicating the images formed on the single first image 
forming member into the first image forming member. • 

With regards to claim 4, which further limits claim 3, comprising: a data reading 
unit for reading the image data from the first image forming member (RFID data reading 
means [0027]), wherein: the image forming unit utilizes the image data read by the data 
reading unit to form the image corresponding to the image data on one of another first 
image forming member and a single second image forming member (printing unit 1 1 as 
described in [0086] and [0088]). 

With regards to claim 5, which further limits claim 4, comprising: a display unit for 
displaying at least one image using the image data read by the data reading unit (liquid 
crystal display (LCD) unit 35 in FIG. 5). 

With regards to claim 6, which further limits claim 4, wherein the image data read 
by the data reading unit is plural pieces of image data (characters, figures, and photo 
images are plural piece of image data that can be read by the data reading unit [0111]), 
the image forming apparatus further comprising: a selecting unit for receiving an 
operation to select at least one of the plural pieces of image data (the control circuit 29 
in FIG. 5), wherein: the image forming unit forms the image corresponding to the 
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selected image data on the one of the single first image forming member and a single 
second image forming member (printing unit 1 1 as described in [0086] and [0088]). 

With regards to claim 7, an image forming apparatus comprising: an image 
reading unit for reading images, which are printed on originals, respectively, to form 
image data each indicating the read images; an image forming unit for forming the read 
images on a single first image forming member; and a data writing unit for writing layout 
data indicating positions where the images formed on the single first image forming 
member are displayed into the first image forming member (the same system as claim 1 
wherein a data writing unit is used for writing layout data indicating positions. But the 
data writing unit of claim 1 also has the inherent capability of recording all the data from 
original paper to printing paper within a specified position. For example, if the original 
has A3 size paper and the user wants to print it in A4 size paper, the data writing has 
the inherent capability of having all the data from the A3 size paper fit in to the A4 size 
paper [0083]). 

With regards to claim 8, which further limits claim 7, comprising: a data reading 
unit for reading the layout data from the first image forming member (RFID data reading 
means [0027] reads the image data which can include layout data), wherein: the image 
reading unit reads the images formed on the first image forming member (the image 
reading unit of claim 7 has the inherent capability of reading images from the first image 
forming member); and the image forming unit divides the images read from the first 
image forming member in accordance with the read layout data and forms the divided 
images on one of another first image forming member and a single second image 
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forming member (The control circuit 29 is inherently capable to control the printing unit 
1 1 to print an image based on the command from PC 39, which can include a program 
instructions that can divide the image in accordance with a given read data [0081]). 

With regards to claim 9, an image forming apparatus comprising: an image 
reading unit for reading images, which are printed on originals, respectively, to form 
image data each indicating the read images; an image forming unit for forming the read 
images on a single first image forming member; and a data writing unit for writing total 
number data indicating total number of the images formed on the single first image 
forming member into the first image forming member (the same system as claim 1 
wherein the data writing unit is further for writing total number data indicating total 
number of the images. But the copy machine in FIG. 2 is inherently capable of writing 
total number of images formed on printing paper). 

With regards to claim 10, which further limits claim 9, comprising: a data reading 
unit for reading the total number data from the first image forming member (RFID data 
reading means [0027] has the inherent capability of reading any data from the printing 
paper), wherein: the image reading unit reads the images formed on the first image 
forming member (same as claim 8 image forming unit); and the image forming unit 
divides the images read from the first image forming member in accordance with the 
read total number data and forms the divided images on one of another first image 
forming member and a single second image forming member (same as claim 8 image 
forming unit divides the images read from the first image forming member in accordance 
with the read total number data. The type of data whether the layout data or total 
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number data can be provided by PC 39 in FIG. 5. And the control circuit 29 in FIG. 5 
controls the printing unit 1 1 to print an image in accordance with the data provided. The 
control circuit 29 has the inherent capability of dividing the images). 

With regards to claim 11, an image forming apparatus comprising: an image 
reading unit for reading images, which are printed on originals, respectively, to form 
image data each indicating the read images; an image forming unit for forming the read 
images on a single first image forming member; and a data writing unit for writing size 
data indicating sizes of the originals whose images are formed on the single first image 
forming member into the first image forming member (the same apparatus as claim 1 
data writing unit writes data where the data is an original size data from the original 
paper, a second reader-writer 16 and a third reader-writer 17 are provided to record the 
data (RFID data) in the RFID tag [0071]. And the data (RFID data) can be any data 
including an original size data from the original paper). 

With regards to claim 12, which further limits claim 1 1 , comprising: a data 
reading unit for reading the size data from the first image forming member (same as 
claim 4 data reading unit); and a forming member selection unit for selecting an image 
forming member having size corresponding to the read size data (control circuit 29 in 
FIG. 5 [0083]), wherein: the image reading unit reads the images formed on the first 
image forming member (same as claim 8 image reading unit); and the image forming 
unit forms at least part of the read images on the selected image forming member. 

With regards to claim 13, an image forming apparatus comprising: an image 
reading unit for reading images, which are printed on originals, respectively, to form 
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image data each indicating the read images (the same system as claim 1); an image 
forming unit for changing sizes of the read images in a predetermined magnification to 
form the changed image on a first image forming member (the control circuit 29 in FIG. 
5 controls the printing unit 1 1 to print an image in accordance with the data provided 
The control circuit 29 has the inherent capability of changing the sizes); and a data 
writing unit for writing magnification data indicating the predetermined magnification into 
the first image forming member (a second reader-writer 16 and a third reader-writer 17 
are provided to record the data (RFID data) in the RFID tag [0071]. And the data (RFID 
data) can be any data including magnification data). 

With regards to claim 14, which further limits claim 13, comprising: a data 
reading unit for reading the magnification data from the first image forming member (a 
first reader-writer 15 is provided to read the data (RFID data) in the RFID tag [0071]. 
And the data (RFID data) can be any data including magnification data) wherein: the 
image reading unit reads the images formed on the first image forming member (same 
as claim 8 image reading unit); and the image forming unit changes the images read 
from the first image forming member in accordance with the read magnification data to 
form changed images on one of another first image forming member and a single 
second image forming member (same rationale as claim 13 image forming unit). 

With regards to claim 15, an image forming member on which at least one image 
displayed on at least one original is to be formed, comprising: a data storage unit for 
receiving and storing image data of the at least one image displayed on the at least one 
original; and a data supply unit for supplying the stored image data to an external (The 
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sheet of printing paper 13 has an RFID tag 14 has a data storage unit and data supply 

unit. See abstract). 

With regards to claim 16, (the apparatus as claimed in claim 1 and claim 3 
inherently imply the method as claimed) an image forming method comprising: reading 
images, which are printed on originals, respectively, to form image data each indicating 
the read images (an image reading unit of claim 1 and claim 3); forming the read 
images on the single first image forming member (an image forming unit of claim 1 and 
claim 3); and writing the image data indicating the images formed on the single first 
image forming member into the first image forming member (a data reading unit of claim 
1 and claim 3). 

With regards to claim 17, a program making a computer execute a process 
comprising: reading images, which are printed on originals, respectively, to form image 
data each indicating the read images; forming the read images on the single first image 
forming member; and writing the image data indicating the images formed on the single 
first image forming member into the first image forming member (claim 17 is a computer 
program performing the operation the steps of claim 16 using the apparatus of claim 1 . 
Using a computer program to perform these kinds of tasks is well known in the art. The 
PC 39 in FIG. 5 can be programmed to perform these tasks). 

Conclusion 

7. The prior art made of record and not relied upon is considered to applicant's 
disclosure. 
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Minami et al. (US Patent 7,048,194) teaches a printing paper that set in the 
printer and used for printing. The printing paper has memory element that stores 
printing information used for printing such as paper size, paper direction, and paper 
type. 
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